Application No. 10/677,494 

Response and Amendment filed February 21, 2007 

In response to Office Action dated October 27, 2006 

REMARKS 

Claims 1-20 are pending in the application and have not been amended. 
Reconsideration of the previously rejected claims and favorable action is requested in light of 
the above amendments and the following remarks. 

The Office Action rejects claims 1-20 under 35 U.S.C. § 103(a) as being unpatentable 
over U.S. Publication No. 2005/0010165 Al to Hickle (hereafter "Hickle) in view of various 
other references, as discussed in more detail below. Insofar as these grounds for rejection 
apply to the present claims, Applicant respectfully traverses. 

Amendments to the Specification 

Paragraphs 0006 and 0010 have been amended to indicate that U.S. Patent 
Application No. 09/324,759 has issued as U.S. Patent No. 6,807,965. Paragraph 0010 has 
also been amended to indicate that U.S. Patent Application No. 09/592,943 has issued as U.S. 
Patent No. 6,938,619. 

Paragraph 0027 has been amended to designate reference number 97 for the tongue 
depressor that was previously not shown in the figures. No new matter has been added. 

Drawings 

The Office Action objects to the drawing for including reference characters not 
mentioned in the description. Applicant notes that reference 50 is mentioned in the as-filed 
specification on page 6 at paragraphs 0017, 0018 and 0019, as well as other pages. Reference 
69 is mentioned on page 9 at paragraphs 0030 and 0031. Thus, Applicant respectfully 
requests that this objection to the drawings be removed. 

Applicants representatives have noted that the published version of the application 
and the image file wrapper on the secure Patent Application Information Retrieval (PAIR) 
website have omitted page 9 of the as-filed application. A Petition under 37 C.F.R. 1 .53(e) to 
accept the complete application, along with evidence that page 9 of the application was in fact 
deposited with the as-filed application, is being filed with this response. 

FIGs. 3 and 5 have been amended to reflect a tongue depressor 97 that is referenced in 
paragraph 0027 of the original specification. No new matter has been added. 

Information Disclosure Statement 

The Office Action requires that references cited within the text of the specification, 
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specifically, U.S. Patent Application Nos. 09/324,759 (now U.S. Patent No. 6,807,965), 
09/592,943 (now U.S. Patent No. 6,938,619) and 10/285,689, be cited in an Information 
Disclosure Statement. A separate EDS has been filed with this Response. 

The Hickle Reference 

The Office Action rejects claims 1-20 under 35 U.S.C. § 103(a) obvious over U.S. 
Publication No. 2005/0010165 to Hickle (hereafter "Hickle") in view of various references 
including U.S. Publication No. 2001/0015206 Al to Arndt ( "Arndt"), U.S. Patent No. 
5,413,095 to Weaver ("Weaver"), and U.S. Publication No. 2002/0028990 to Shepherd 
("Shepherd"). 

Hickle is a continuation of U.S. Patent Application No. 09/324,759 (now U.S. Patent 
No. 6,807,965, issued October 26, 2004). Hickle and the instant application are commonly 
assigned to Scott Laboratories, Inc. (A copy of the Notice of Recordation of Assignment for 
both the '965 Patent and the instant application are enclosed, which indicate assignment to 
Scott Laboratories, Inc.) Because the Hickle reference was published after filing of the 
instant application, Hickle could only constitute prior art under 35 U.S.C. § 102(e). Section 
35 U.S.C. 102(e) provides, in relevant part, that a person shall be entitled to a patent unless 
"the invention was described in (1) an application for patent, published under section 122(b), 
by another filed in the United States before the invention by the applicant for patent. . ." 
(emphasis added). 

Both the present application and the Hickle publications were, at the time the 
invention of the present application was made , subject to an obligation of assignment to Scott 
Laboratories, Inc. Dr. Hickle invented the subject matter of the respective applications as part 
of his employment duties while employed by Scott Laboratories, Inc, which required 
assignment of all inventions created by employees within the scope of their employment. 
Thus, the Hickle publication is not by another and thus does not qualify as a 35 U.S.C. 102(e) 
reference against the claims of the present application. 

Applicant further notes that earliest publication date for the specification contained in 
the Hickle reference is for U.S. Publication No. 2002/0017296, published on February 14, 
2002 (Application No. 09/907,871). Since none of the published related applications for the 
Hickle reference predate the priority date of the present application by more than one year, 
none qualify as prior art against the present application. 
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Because Hickle is not a valid prior reference against the present application, 
Applicant respectfully submits that a prima facie case of obviousness has not been made in 
using Hickle in view of the other cited references. Therefore, withdrawal of the rejection of 
claims 1-20 under 35 U.S.C. 103(a) is respectfully requested. 
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CONCLUSION 

In view of the foregoing, Applicant submits that this application is in condition for 
allowance, and such disposition is earnestly solicited. If the Examiner believes that the 
prosecution of this case might be advanced by discussing the application with Applicant's 
representative, in person, or over the telephone, Applicant's representatives would welcome 
the opportunity to do so. 

EXCEPT for fees payable under 37 CFR §1.18, the Commissioner is hereby 
authorized by this paper to charge any additional fees during the entire pendency of this 
application, including fees due under 37 CFR §1.16 and 1.17 which may be required, 
including any required extension of time fees, or credit, any overpayment to deposit account 
No. 50-1349. This paragraph is intended to be a constructive petition for extension of time in 
accordance with 37 CFR §1.1 36(a)(3). 

Respectfully submitted, 

Dated: Februarv 21. 2007 

HOGAN & HARTSON LLP 

555 13 th Street, N.W. 
Washington, D.C. 20004 
Telephone: 202-637-5600 
Facsimile: 202-637-5910 
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